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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of claim1, which is the only claimremaining in the

application. Caim?2 has been cancel ed.

Appel lant's invention relates to an antitheft device
for attachnment to a vehicle steering wheel. A copy of
i ndependent claim1l, the sole claimon appeal, is attached to

t hi s deci si on.

The references of record relied upon by the examner in

a rejection of appealed claim1 under 35 U S.C. 8§ 103 are:

Wang 5,092, 146 Mar. 3, 1992
Li en 5, 097, 685 Mar. 24, 1992
Wi 5, 255, 544 Cct. 26, 1993

Claim1l stands rejected under 35 U.S.C. 8§ 103 as being

unpat ent abl e over Wi in view of Wang and Li en.

Rat her than reiterate the exam ner's explanation of the

above-noted rejection and the conflicting viewoints advanced by
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t he exam ner and appel |l ant regarding that rejection, we nake

reference to the final rejection (Paper No. 6, mailed March 15,

1995), the exam ner's answer (Paper No. 11, mail ed Novenber 14,
1995) and the suppl enental exam ner's answer (Paper No. 13,

mai led April 1, 1996) for the exam ner's reasoning in support of
the rejection, and to appellant's brief (Paper No. 10, filed
August 15, 1995) and reply brief (Paper No. 12, filed January 16,

1996) for appellant's argunents thereagainst.

OPI NI ON

Bef ore addressing the examner's rejection, we note
that the last clause of claim1l1l on appeal appears to us to be
sonmewhat unclear. Accordingly, we turn to the specification and
drawi ngs of the application in an effort to arrive at a proper
understanding of this claimrecitation. The claimlanguage in
guestion reads as follows

sai d body nenber being on the sane surface of

a steering wheel, not bendi ng upward when the

anti-theft device is attached to the steering

wheel , preventing a rider fromcolliding with

t he el ongat ed body nenber when entering the
vehicl e[ .]
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Viewing Figure 3 of the application drawi ngs and the
statenents on page 1 of the specification (lines 18-23), we

understand that a drawback of the prior art was that when the

hook nmenber on the el ongate body nenber (F) was engaged with the
steering wheel, the right-hand end of the body nenber, as seen in
Figure 3, was canted at an angle towards the space within the
vehicle to be occupied by a rider or passenger, thus making it
“"l'table to collide with a rider comng in the car." To overcone
t hi s drawback, appellant provided the steering wheel antitheft
device of the application (e.g., Figure 8 wth a hook nenber
(12) provided as an internediate part of the body nmenber (1)

and so oriented that the body nenber (1) essentially aligns with
the plane of the steering wheel (B) when the steering lock is
attached to the steering wheel, thus significantly reducing any
possibility that a rider or passenger entering the right side

of the vehicle mght collide with the right-hand end of the

body nmenber (1) and be injured. See appellant's specification,

page 5, lines 7-15.
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We understand the recitation in the |last clause of
claiml1l to be directed to this advantage of the clained invention
and construe it accordingly. Thus, for purposes of this appeal,
the last clause of the claimis understood as --- said body
menber being substantially aligned with the plane of the steering

wheel and not canted into the passenger carrying region when the

antitheft device is attached to the steering wheel, thus pre-
venting a rider fromcolliding with the el ongated body nenber

when entering the vehicle ---.2

In reaching our decision in this appeal, we have given
careful consideration to appellant's specification and clains, to
the applied prior art references, and to the respective positions
articul ated by appellant and the exam ner. As a consequence of
this review, we have nade the determ nation that the examner's
rejection of appealed claim1l under 35 U.S.C. § 103 cannot be

sustai ned. CQur reasons foll ow

2 W, however, |eave the exact wording of any clarifying
amendnent to the last clause of claiml to the exam ner and
appel l ant during any further prosecution of the application.
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The proper test for obviousness is what the conbined
teachi ngs of the references woul d have suggested to those having

ordinary skill in the art. See Cable Elec. Prods., Inc. v.

Genmark, Inc., 770 F.2d 1015, 1025, 226 USPQ 881, 886-887 (Fed.

Cr. 1985); In re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089,

1096 (Fed. Cir. 1983); In re Keller, 642 F.2d 413, 425, 208 USPQ

871, 881 (CCPA 1981). The law followed by our court of review,

and thus by this Board, is that "[a] prina facie case of

obvi ousness is established when the teachings fromthe prior art
itself woul d appear to have suggested the cl ai ned subject matter

to a person of ordinary skill in the art.” 1n re R nehart, 531

F.2d 1048, 1051, 189 USPQ 143, 147 (CCPA 1976). A rejection
based on § 103 nust rest on a factual basis, with the facts being
interpreted wi thout hindsight reconstruction of the invention
from the prior art. |In making this evaluation, the exam ner has

the initial duty of supplying the factual basis for the rejec-
tion he/she advances. The exam ner may not, because he/she
doubts that the invention is patentable, resort to specul ation,
unf ounded assunptions or hindsight reconstruction to supply

deficiencies in the factual basis. See In re Warner, 379 F. 2d
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1011, 1017, 154 USPQ 173, 178 (CCPA 1967), cert. denied, 389 U S.

1057 (1968).

In this case, essentially for the reasons stated by
appellant in the brief (pages 4-8) and reply brief, we find that
the examner's rejection under 35 U S.C. § 103 is not
sustai nable. Like appellant, we are of the opinion that the
exam ner has inappropriately relied upon hindsight and inproperly
used appellant's own di scl osure and teachings as a guide through

t he

prior art references and the nmaze of individual features thereof
in attenpting to conbine sel ected ones of those features in a
nodi fication of the Wi antitheft device so as to arrive at the

cl ai mred subject matter.

Moreover, even if the references were conbi ned as urged
by the exam ner, we share appellant's view that the antitheft
device defined in claim1l on appeal would not have been the
result, since the examner's factual finding that Lien teaches or

di scl oses "a rod nenber 5 having annul ar grooves with verti cal
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side walls 52 to receive a deadbolt,"” as urged in the final
rejection (page 3) and in the answer (page 5), is in error.
Appellant's claim1l on appeal requires that the elongated rod
menber (3), which tel escopes in the passageway (10) of the

el ongat ed body nenber (1), include a plurality of annul ar grooves
(31) fornmed in a substantial portion of the rod nenber and that
each of said annul ar grooves have opposite vertical side surfaces
spaced apart from one another to enable the dead bolt (21) of the
lock (2) to engage therein to hold the rod nenber inmovabl e when
the pusher (20) of the lock is pressed down. See particularly
Figures 4, 6 and 7 of the application drawi ngs. Like appellant

(brief, page 6), we find no teaching or disclosure in Lien of

annul ar grooves having the clainmed configuration, and thus
consider that the exam ner's assertions to the contrary are

wi t hout foundation and based on pure speculation. There is
sinply no clear disclosure in Lien of the configuration of the
grooves (52) and no reasonabl e suggestion that the grooves (52)
have opposite vertical side surfaces spaced apart from one

another, as required in claim1 on appeal.
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Based on the foregoing, the decision of the exam ner

rejecting claim11 under 35 U S.C. 8§ 103 is reversed.

REVERSED

| RW N CHARLES COHEN
Adm ni strative Patent Judge
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LAWRENCE J. STAAB
Adm ni strative Patent Judge



Appeal No. 96-4017
Appl i cation 08/ 217, 544

Bacon & Thonas
625 Sl aters Lane - 4th Fl oor
Al exandria, VA 22314

10



Appeal No. 96-4017
Appl i cation 08/ 217, 544

APPENDED CLAI M

1. An antitheft device for attachnent to a vehicle
steering wheel conprising;

an el ongat ed body nmenber having an inner end portion
and an outer end portion extending al ong a common control axis,
and provided wth: a passageway in the inner [end] portion; a
| ock housing fixed upright on the inner end portion and having
an interior chanmber communicating with said passageway; a first
general ly “U -shaped hook having opposite |leg portions, the |leg
portions having ends form ng an openi ng therebetween for hooking
a portion of a steering wheel whereby the inner end portion is
attached to one leg portion and the outer end portion is attached
to the opposite leg portion such that the openi ng extends
obliquely to the el ongated body nenber;

a lock fixed in said | ock housing and having a round
solid pusher to extend out of an upper end of the |ock, a key
hole fornmed in said pusher to rotate it 90 degrees for | ocking
and unl ocki ng, and a rod-shaped dead bolt extending down froma
bottom end of the | ock connected to and noving with the pusher;

an el ongate rod nenber provided to tel escope in said
passageway having: a second U shaped hook on an outer end for
hooki ng a portion of a steering wheel; and a plurality of annul ar
grooves formed in a substantial portion of the rod nmenber, each
of said annul ar grooves having opposite vertical side surfaces
spaced apart from one another to enable said dead bolt to engage
therein to hold said rod nenber i movabl e when said pusher of the
| ock is pressed down;

sai d body nenber being on the sane surface of a
steering wheel, not bendi ng upward when the anti-theft device is
attached to the steering wheel, preventing a rider fromcolliding
with the el ongated body nenber when entering the vehicle; [sic]
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